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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wilt be considered timely. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 23 August 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 
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4) S Claim(s) 1^9 is/are pending in the application. 

4a) Of the above claim(s) 8 and 9 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^7 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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Art Unit: 3641 

DETAILED ACTION 

1 . Applicant's 8/23/04 election with traverse of invention I (Process), and species A 
and D, along with an amendment of claim 1 , am acknowledged. 

2. Applicant's traverse is on the grounds that: a) the amendment of claim 1 removes 
the distinctness of the claimed process (Group I) from the claimed apparatus (Group II); 
and b) the Examiner allegedly has not stated why the claims should be classified in 
different subclasses. Applicant's arguments have been fully considered but they are not 
persuasive. 

As to argument a), the amendment to claim 1, wherein the claims recite using a 
computer to exercise the storing and retrieving steps of the process, does not remove 
the distinctness of the process from the apparatus. The apparatus can still be used to 
practice the non-destructive examination process cited in the 7/20/04 Office Action, 
which is materially different from the claimed process of identifying an object. Note that 
the test for distinction between the two groups is stated in the alternative (i.e., "or" and 
not "and"), and therefore only a one-way test is required to demonstrate distinctiveness. 

As to argument b), besides the allegation being moot in view of the above, there 
is no requirement for the Examiner to state the reasons for classifying the two distinct 
groups in different subclasses. The subclass selected for a particular invention is based 
on the Examiner's determination as to the subclass where that particular invention fits 
best. For example, the apparatus claims could have been classified not only under 
subclass 159 (neutron activation analysis) but also either in subclass 157 (gamma 



Application/Control Number: 10/067,471 Page 3 

Art Unit: 3641 

activation analysis) or 190 (charged particle bombardment) because the claims do not 
specify the type of radiation used to bombard the object. Subclass 1 59 was judged to 
contain the best related art to the claimed apparatus. 

The restriction requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-7 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 

with the enablement requirement. The claim(s) contains subject matter which was not 

described in the specification in such a way as to enable one skilled in the art to which it 

pertains, or with which it is most nearly connected, to make and/or use the invention. 

Claim 1 recites the step limitation, "obtaining the for-identification information, at 
least on the basis of the measured level of radioactivity, a measurement time at which 
the level of radioactivity is measure, and characteristics of a predetermined decay curve 
representing how the radioactivity of the object decays as absolute or relative time 
elapses from the irradiation time." Underlining provided. 

It is notoriously known that an object for identification normally contains a 
plurality of chemical elements and most of these elements contain more than one 



Application/Control Number: 10/067,471 Page 4 

Art Unit: 3641 

isotope. For example, iron and nickel, which are elements of stainless steel, each 
include a plurality of stable isotopes that are activatable. Irradiation of a stainless steel 
object will give rise to a plurality of radioisotopes with different half-lives and different 
decay schemes. There is neither an adequate description nor enabling disclosure as to 
how and in what manner one would predetermine a "decay curve" where the object 
contains a plurality of elements that themselves each contain a plurality of isotopes. 
Also, there is no support as to what is the significance of a single decay curve for such 
an object with diverse composition of elements. 

Claim 3 recites the limitation, " selecting one of the plurality of decay curves which 
one corresponds to a combination of the measurement time, and the measured level of 
radioactivity of one of the plurality of objects at the measurement time." Underlining 
provided. There is neither an adequate description nor enabling disclosure as to how 
and in what manner one would a select a particular decay curve from among the 
plurality of so-called decay curves corresponding to a plurality of objects. 

Claim 7 recites the limitation, "level of radioactivity of the part does not 
substantially exceed a legally allowable one when the part is carried out from the plant." 
There is neither an adequate description nor enabling disclosure as what is 
encompassed by the term "does not substantially exceed a legal" radioactivity level, 
e.g., 1%, 5% or 10% over the limit? 

3. Claims 1-7 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for an object, which is composed of parts that 
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produce identical radionuclides, does not reasonably provide enablement for a object 
composed of parts that produce radionuclides, some of which are non-identical. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make/use the invention commensurate in scope 
with these claims. See the specification on page 22 and Fig. 7 that discuss this subject 
of parts having identical radionuclides. Note that the preamble of the claim recites a 
generic "object" , which does not preclude the type cited by the Examiner. 

4. Claims 1-7 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for obtaining the for-identification information on the 
basis of three factors: a) measured level of radioactivity; b) a measurement time at 
which the level of radioactivity is measure; and c) characteristics of a predetermine 
decay curve representing how the radioactivity of the object decays as absolute or 
relative time elapses from the irradiation time, does not reasonably provide enablement 
for obtaining the for-identification information on the basis of at least the three factors a), 
b) and c) above. 

Note that the term, "at least", implies that there are other factors aside from a), b) 
and c). These other factors are neither identified nor discussed as to how they should 
be combined with a), b) and c) to obtain the for-identification information. 

The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make/use the invention 
commensurate in scope with these claims. 
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5. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 and its dependent claims are vague, indefinite and incomplete as to how 
one would predetermine a "decay curve" where the object contains a plurality of 
elements that themselves each contain a plurality of isotopes. As presently set forth, the 
metes and bounds of the claims are undefined because there is no criterion for 
performing said predetermination. 

Claim 3 is vague, indefinite and incomplete as to how one would select a 
particular decay curve from among the plurality of so-called decay curves corresponding 
to a plurality of objects. As presently set forth, the metes and bounds of the claims are 
undefined because there is no criterion for performing said selection. 

Claim 1 and its dependent claims are vague, indefinite and incomplete as to what 
factors other than: a) measured level of radioactivity; b) a measurement time at which 
the level of radioactivity is measure; and c) characteristics of a predetermine decay 
curve representing how the radioactivity of the object decays as absolute or relative 
time elapses from the irradiation time, are to be considered in obtaining the for- 
identification information. As presently set forth, the metes and bounds of the claims are 
undefined because there is no criterion for determining said other factors. 

Claim 1 recites the limitation "the irradiation time" in the third to the last line. 
There is insufficient antecedent basis for this limitation in the claim. 
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Claim 4 recites the limitation "the same irradiation time" in the third to the last 
line. There is insufficient antecedent basis for this limitation in the claim. 

Claims 5 and 6 do not set forth steps or acts to be performed in the claimed 
inventive process of identifying an object. See MPEP 21 06. II. C. For example, claim 5 
recites, "a part which is used as a portion of a predetermined product for manufacturing 
the product." The term "used", which is in the past term, is not an active recitation of a 
step to be performed. The statement, "for manufacturing the product" is a statement of 
intended or desired use, which raises a question as to the limiting effect of the language 
on parent claim 1. The same remark applies to claim 6 and the limitations, e.g., "is 
carried into a plant", "is carried out from the plant", and "for manufacture of the product." 
As presently set forth, the metes and bounds of these claims cannot be determined. 

As to claim 7, the term "does not substantially exceed a legally allowable one" is 
a relative term that renders the claim indefinite. The term "substantially" is not defined 
by the claim, the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably apprised of the 
scope of the invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 



Application/Control Number: 10/067,471 Page 8 

Art Unit: 3641 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Gozani 
et al. (U.S. 5,078,952). 

Gozani et al. disclose a nuclear-based explosion detection system that 
accurately discriminates between parcels with and without explosives. The system 
includes a neutron source, an array of gamma detectors, a neutron detector and an 
artificial neural system, i.e., a computer (see col. 1, lines 25+ and Figs. 1-7). The 
criterion to detect explosives is to ascertain a high content and concentration of nitrogen 
in the object under examination (see paragraph bridging columns 3 and 4). 

Applicant's claim language reads on Gozani et al. as follows: a) irradiating the 
object with radiation" reads on subjecting a object (e.g., a luggage) to irradiation by the 
thermal neutrons produced by thermal neutron source 32 (see col. 12, lines 24+); b) 
"storing a correlation between identifier and for-identification information" reads on the 
two dimensional profile of nitrogen concentration provided to the computer by the first 
set of C-ring detectors 36, 40 and 48 (see col. 12, lines 30+ and Fig. 6); (The term, 
"identifier" reads on the profile of the non-nitrogen elements and the term "for- 
identification information" reads on the profile of the nitrogen element, as shown in Fig. 
6); c) "for-identification obtaining step of measuring the level of radioactivity" reads on 
detection step performed by the second set of C-ring detectors 42, 46 and 44 (see col. 
12, lines 40+); d) "retrieving step" reads on the formation of a three-dimensional image 
of the luggage and its nitrogen contents (see col. 12, lines 50+). 



Application/Control Number: 10/067,471 Page 9 

Art Unit: 3641 

As to the limitation in claim 1 of obtaining the for-identification information based 
on: a) measured level of radioactivity; b) measurement time at which the level of activity 
was measured; and c) characteristics of a predetermined decay curve representing how 
the radioactivity decays, these are inherent in the detection step performed by the 
second set of C-ring detectors. The output from these detectors is indicative of the level 
of activity and the time of measurement, i.e., the longer the measurement time, the 
higher will be the number of counts. As to the for-identification information being based 
on the "characteristics of a predetermined decay curve", again this factor is reflected in 
the output of the second set of C-ring detectors. All radioisotopes exhibit an exponential 
decay characteristic and the reading from these detectors is based on this decay 
characteristic. The detector output is indicative of the remaining radioisotopes in the 
object. Those radioisotopes that have decayed exponentially are not reflected in the 
output because they are unavailable for detection. 

As to the limitation in claim 2, again output reading of the second set of C-ring 
detectors is indicative of the irradiation time because a long irradiation time results in a 
high level of radioactivity and high reading from the detectors. 

As to claims 3 and 4, what Gozani et al. performs the same examination for a 
single object as well as for a plurality of objects, with the examination for the latter 
performed in sequential manner (see col. 1 , line 25+). 

As to claims 5 and 6, the claim language reads on Gozani et al. as follows: a) 
"object" reads on "explosive"; b) "product" reads on "luggage with explosive"; c) "plant" 
reads on the location where the explosive-containing luggage is assembled. The terms, 
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"product", "manufacture" and "plant" are not defined in the specification and they 
therefore are given their plain meaning. See MPEP 21 1 1 .01 . 

As to the limitation in claim 7, the explosive-containing luggage in Gozani et al. 
meets this limitation because any such luggage subjected to inspection can still be 
safely carried by its owner. 

Information Disclosure Statement 

7. The information disclosure statement filed 4/21/04 fails to comply with 37 CFR 

1 .98(a)(2), which requires a legible copy of each foreign patent; each publication or that 
portion which caused it to be listed; and all other information or that portion which 
caused it to be listed. It has been placed in the application file, but the information 
referred to therein has not been considered. 

The information disclosure statement filed 4/21/04 fails to comply with 37 CFR 
1 .98(a)(3) because it does not include a concise explanation of the relevance, as it is 
presently understood by the individual designated in 37 CFR 1.56(c) most 
knowledgeable about the content of the information, of each patent listed that is not in 
the English language. It has been placed in the application file, but the information 
referred to therein has not been considered. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. References B-E further illustrate prior art. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rick Palabrica whose telephone number is 703-306- 
5756. The examiner can normally be reached on 6:30-5:00, Mon-Thurs.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Carone can be reached on 703-306-4198. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

RJP 

October 20, 2004 




